The opinion in support of the decision being entered today was
not witten for publication and is not binding precedent of
t he Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe exanminer’s final rejection of
claims 1-7. Caim8, which is the only other claimremaining
in the application, has been objected to as bei ng dependent
upon a rejected base claim but the exam ner states that this
claimwould be allowable if rewitten in independent form

including all of the limtations of the base claimand any
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i ntervening clains.

THE | NVENTI ON

Appel lants’ clainmed invention is directed toward a net hod
for lamnating a sheeted topfilmto a sheeted substrate while
hol ding the topfilmin tension and nmai ntaining registration
between the topfil mand the substrate (specification, page 1
lines 7-10). daim1l is illustrative and reads as foll ows:

1. A nethod of lamnating a sheeted topfilmto a sheeted
substrate conprising the steps of:

a) registering the sheeted topfilmw th the sheeted
Ssubstrat e;

b) renoving the sheeted topfilmfromthe sheeted
substrate, the sheeted topfilmbeing carried by a first
pl at en;

c) activating a neans for lamnating the topfilmand the
sheeted substrate to each ot her;

d) bringing a portion of the sheeted topfilminto contact
with a portion of the sheeted substrate, the portions in
contact defining a contact patch; and

e) noving the first platen relative to the sheeted
substrate to advance the contact patch in a propagating
direction across the sheeted substrate and | am nate the
topfilmto the sheeted substrate while sinultaneously
tensioning the sheeted topfilmin the propagating direction.

THE REFERENCES

St ebbins et al. (Stebbins) 2,084, 625 Jun. 22,
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1937
Bungay 2,624, 389 Jan. 6,
1953
Evans et al. (Evans) 3,146, 485 Sep. 1,
1964
Valinmont et al. (Valinont) 4,367,107 Jan. 4,
1983
Normura (JP *217) 2- 308217 Dec. 21,
1990

(Japanese Kokai)

THE REJECTI ONS

The clains stand rejected under 35 U.S.C. § 102(b) as
follows: clainms 1-4 over Valinont, and clains 1 and 3 over
St ebbins or Evans. The clains stand rejected under 35 U. S. C
8§ 103 as follows: clains 1-6 over Valinont in view of Bungay,
and clains 1-4 and 7 over JP ‘217 in view of Valinont.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel l ants that the aforenentioned rejections are not well
founded. Accordingly, we reverse these rejections.

Appel lants’ claim1, which is the sole independent claim

requires lamnating the sheeted topfilmto the sheeted

substrate while sinultaneously tensioning the sheeted topfilm
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in the propagating direction. Appellants’ only argunent is
that the applied references do not disclose or suggest this
limtation (brief, pages 9-10).

Rej ections under 35 U . S.C. § 102(b)

Rej ecti on over Vali nont

Val i nont di scl oses “a nethod and apparatus for assenbling
sandwi ches conprising a flexible sheet of interlayer materi al
and a pair of bent glass sheets while the latter retain at
| east a portion of residual heat fromtheir shaping” (col. 1
lines 9-12). The sandwich is forned by placing one side of
the flexible interlayer on a | ower glass sheet and then
bringing the upper glass sheet into contact with the other
side of the interlayer (col. 6, line 58 - col. 7, line 24).
During this assenbly the glass sheets are held by vacuum cups
and the upper glass sheet retains its normal shape (col. 6,
lines 36-39; col. 24, lines 67-68).

The exam ner argues that the upper glass sheet, which the
exam ner considers to correspond to appellants’ topfilm
(answer, page 3), is simultaneously tensioned “to the extent

t hat suspendi ng portions of the sheeted topfil mcause tension
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within the sheeted topfilnms [sic, topfilm” (answer, page 4).
The exam ner points out that the clainms do not require any
particul ar amount of tensioning or require that the tensioning
is applied in a controlled nmanner (answer, pages 7-8).

The exam ner’s position, as indicated by the argunents
referred to above, is that sone tensioning of Valinont’s upper
gl ass sheet is an inherent characteristic of the suspension of
t he upper gl ass sheet using vacuum cups.

When an exam ner relies upon a theory of inherency, “the
exam ner must provide a basis in fact and/or technical
reasoni ng to reasonably support the determ nation that the
al l egedly inherent characteristic necessarily flows fromthe
teachings of the applied prior art.” Ex parte Levy, 17 USPQd
1461, 1464 (Bd. Pat. App. & Int. 1990). Inherency “may not be
establ i shed by probabilities or possibilities. The nere fact
that a certain thing may result froma given set of
circunstances is not sufficient.” Ex parte Skinner, 2 USPQd
1788, 1789 (Bd. Pat. App. & Int. 1986).

The exam ner has provided no basis in fact and/or

techni cal reasoning in support of his inherency argunent and,
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therefore, has not carried the burden of establishing a prinma
faci e case of anticipation over Valinont. Although, as
poi nted out by the exam ner, appellants’ clains do not require
any particul ar anount of tensioning, the exam ner has not
provi ded any evidence or technical reasoning which shows that
any tensioning at all necessarily would be produced by hol di ng
Val i nront’ s upper gl ass sheet using vacuum cups.
Rej ecti ons over Stebbins or Evans

St ebbi ns di scl oses a net hod and apparatus for sealing
over | appi ng portions of adjacent roofing sheets (page 1, right
colum, lines 13-16). A shoe-shaped heater is inserted
bet ween | apped portions of the sheets and is pushed al ong the
seamto nelt the bitum nous coating on the underside of the
upper sheet and top side of the |lower sheet, and the pressure
of the operator’s feet as he wal ks al ong behi nd the device
presses together the nelted bitum nous coatings on the sheets,
t her eby bondi ng the edges of the sheets (page 1, right colum,
lines 16-30; page 2, right colum, lines 18-23 and 49-61).

Evans di scl oses an applicator for applying mastic under

shingles (col. 1, lines 9-13). The applicator lifts the next
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adj acent shingle while applying mastic under the preceding
shingle (col. 1, lines 20-23; col. 2, lines 52-56).

The exam ner argues that the Stebbins and Evans net hods
cause tension in the top films by suspending portions of them
above the structure (answer, pages 4-5 and 8). The exam ner,
however, provides no basis in fact and/or technical reasoning
in support of this argunent. Such fact and/or technical
reasoni ng woul d i ndicate why Stebbins’ |ayer of softened or
mel ted bitum nous material necessarily is under tension, and
why nerely lifting the shingles in the Evans nethod pl aces the
shingl es under tension. Moreover, appellants’ clains require
that the |lam nation takes place while the sheeted topfilmis
tensi oned, and the exam ner has not expl ained why, even if a
rai sed shingle is under tension, applying mastic bel ow t he
rai sed shingle and then I owering the shingle onto the mastic
neets the clai mrequirenment of sinultaneous |am nation and
t ensi oni ng.

We therefore find that the exam ner has not established a

prima facie case of anticipation over Stebbins or Evans.

Rej ections under 35 U.S.C. § 103
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Rej ection over Valinont in view of Bungay
The exam ner rejects clains 1-6 over Valinont in view of
Bungay. The exam ner’s argunent in support of this rejection,
however, is directed only toward the limtation in dependent
claim5 regarding rotating a platen. The exam ner does not
expl ain why Bungay renedi es the deficiency in Valinont
di scussed above regarding the tensioning limtation in
appel l ants’ sol e i ndependent claim Consequently, the
exam ner has not established a prina facie case of obvi ousness
over these references.
Rej ection over JP ‘217 in view of Valinont
In the exam ner’s discussion of the rejection over JP
*217 in view of Valinont, the exam ner does not nention the
tensioning requirenment in appellants’ independent claimor
respond to appellants’ argunent (answer, page 10) that this
tensioning feature is not disclosed or suggested in JP *217
and Valinmont. The exam ner, therefore, has not established a

prima facie case of obviousness over these references.

DECI SI ON
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The rejections under 35 U S.C. 8§ 102(b) of clainms 1-4

over Valinont and clains 1 and 3 over Stebbins or Evans, and

the rejections under 35 U . S.C. 8§ 103 of clains 1-6 over

Val inont in view of Bungay and clains 1-4 and 7 over JP ‘217

in view of Valinont, are reversed.

REVERSED

EDWARD C. KI M.I'N
Adm ni strative Patent Judge

CHUNG K. PAK
Adm ni strative Patent Judge

TERRY J. OVENS
Adm ni strative Patent Judge
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